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The references cited on attached form PTO/SB/08B are being called to the 
attention of the Examiner. Copies of the references are enclosed. It is respectfully requested that 
the cited references be expressly considered during the prosecution of this application, and the 
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PCT application. 
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As provided for by 37 CFR 1.97(g) and (h), no inference should be made that the 



information and references cited are prior art merely because they are in this statement and no 
representation is being made that a search has been conducted or that this statement encompasses 
all the possible relevant information. 



Applicant believes that no fee is required for submission of this statement. 
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Filing Date 



First Named Inventor 



Art Unit 



Examiner Name 



Attorney Docket Number 



10/039,761 




October 19, 2001 
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Not Yet Assigned 
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U.S. PATENT DOCUMENTS 






Document Number 


Publication Date 
MM-DD-YYYY 


Name of Patentee or 
Applicant of Cited Document 


Pages, Columns, Lines, Where 
Relevant Passages or Relevant 
Figures Appear 


Examiner 


Cite 
No. 1 


Number Kind Code 2 (if known) 




AA 


US-5,391,490 


02-21-1995 


Varshavsky et al. 






AB 


US-5,494,818 


02-27-1996 


Baker et al. 





NON PATENT LITERATURE DOCUMENTS 


Examiner 
Initials * 


Cite 
No. 1 


Include name of the author (in CAPITAL LETTERS), title of the article (when appropriate), title of the 
item (book, magazine, journal, serial, symposium, catalog, etc.), date, page(s), volume-issue 
number(s), publisher, city and/or country where published. 


T 2 




AC 


Baek et al., "Molecular Cloning of a Novel Ubiquitin-specific Protease, UBP41 , with Isopeptidase Activity in Chick 
Skeletal Muscle", The Journal of Biological Chemistry 272:41 : 25560-25565 (1 997). 






AD 


Gong et al., "Differential Regulation of Sentrinized Proteins by a Novel Sentrin-specific Protease", The Journal of 
Biological Chemistry 275:5: 3355-3359 (2000). 






AE 


Gong et a)., "Identification of a Novel Isopeptidase with Dual Specificity for Ubiquitin- and NEDD8-conjugated 
Proteins", The Journal of Biological Chemistry 275: 1 9: 1 421 2-1 421 6 (2000). 
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Considered 





"EXAMINER: Initial if reference considered, whether or not citation is in conformance with MPEP 609. Draw line through citation if not in conformance 
and not considered. Include copy of this form with next communication to applicant. 

1 Applicant's unique citation designation number (optional). 2 Applicant is to place a check mark here if English language Translation is attached. 
This collection of information is required by 37 CFR 1.98. The information is required to obtain or retain a benefit by the public which is to file (and by 
the USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 120 



minutes to complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the 
individual case. Any comments on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to 
the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, Washington, DC 20231. DO NOT SEND FEES OR 
COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 

If you need assistance in completing the form, call 1-800-PTO-9199 (1-800-786-9199) and select option 2. 
SF 1469342 v1 



PATENT COOPERATION TREATY 

From the INTERNATIONAL SEARCHING AUTHORITY 



To: 

ROBIN M. SILVA 

FLEHR HOHBACH TEST ALBRITTON & HERBERT LLP 
4 EMB ARCARDERO CENTER, SUITE 3400 
SAN FRANCISCO, CA 94111-4187 



PCT 



NOTIFICATION OF TRANSMITTAL OF 
THE INTERNATIONAL SEARCH REPORT 
OR THE DECLARATION 

(PCT Rule 44.1) 





Date of Mailing ^ 
(day/month/year) g 7 MAR ^003 


Applicant's or agent's file reference 

FP702 * T oa\^-iMfC/ 


FOR FURTHER ACTION See paragraphs 1 and 4 below 


International application No. 
PCT/US02/09761 J 


International filing date 

(day /month/year) ^ 
^9 March ^Q02 (29.03.2002) ^ 


Applicant y 

RIGEL PHARMACEUTICALS, INC / V *" 



□ 
□ 



The applicant is hereby notified that the international search report has been established and is transmitted herewith, 
filing of amendments and statement under Article 19: 

The applicant is entitled, if he so wishes, to amend the claims of the international application (see Rule 46): 

When? The time limit for filing such amendments is normally two months from the date of transmittal of the 
international search report. 

Where? Directly to the International Bureau of WEPO, 34, chemin des Colombettes 
1211 Geneva 20, Switzerland, Facsimile No.: (41-22) 740.14.35 

For more detailed instructions, see the notes on the accompanying sheet. 

The applicant is hereby notified that no international search report will be established and that the declaration under 
Article 17(2) (a) to that effect is transmitted herewith. 

With regard to the protest against payment of (an) additional fee(s) under Rule 40.2, the applicant is notified that: 

| 1 the protest together with the decision thereon has been transmitted to the International Bureau together with the 

applicant's request to forward the texts of both the protest and the decision thereon to the designated Offices. 
| 1 no decision has been made yet on the protest; the applicant will be notified as soon as a decision is made. 

4. Reminders 

Shortly after 18 months from the priority date, the international application will be published by the International Bureau. If the 
applicant wishes to avoid or postpone publication, a notice of withdrawal of the international application, or of the priority claim, 
must reach the International Bureau as provided in Rules 90 bis A and 90 bis .3, respectively, before the completion of the technical 
preparations for international publication. 

Within 19 months from the priority date, but only in respect of some designated Offices, a demand t'os international preliminary 
examination must be filed if the applicant wishes to postpone the entry into the national phase until 30 months from the priority 
date (in some Offices even later); otherwise the applicant must, within 20 months from the priority date, perform the prescribed 
acts for entry into the national phase before those designated Offices. \\~ \ 0 \-O'}' 

In respect of other designated Offices, the time limit of 30 mouths (or later) will apply even if no demand is filed within 19 months. 

See the Annex to Form PCT/IB/30I and, for details about the applicable time limits, Office by Office, see the PCT Applicant's 
Guide, Volume II, National Chapters and the WIPO Internet site. 



Name and mailing address of the ISA/US 


Authorized officer /-V J* 


Commissioner for Patents 




Box PCT 


Joseph F. Murphy ^ ^//^^^^ A 


Washington, D.C. 20231 




Facsimile No. (703)305-3230 


Telephone No. 703-308-0196 / 



Form PCT/ISA/220 (April 2002) 



(See notes on accompanying sjUet) 



DOCKETED 



PATENT COOPERATION TREATY 

PCT 

INTERNATIONAL SEARCH REPORT 
(PCT Article 18 and Rules 43 and 44) 



Applicant *s or agent's file reference 


FOR FURTHER see Notification of Transmittal of International Search Report 
. l^™r (Form PCT/IS A/220) as well as, where applicable, item 5 
ACTION 


International application No. 
PCT/US02/09761 ^ 


International filing date (day/month/year) 
29 March 2002 (29.03.2002) 


(Earliest) Priority Date (day /month/year) 
29 March 2001 (29.03.2001) 


Applicant 

RIGEL PHARMACEUTICALS, INC X 



This international search report has been prepared by this International Searching Authority and is transmitted to the 
applicant according to Article 18. A copy is being transmitted to the International Bureau. 

This inte rnati onal search report consists of a total of sheets. 

/*\ It is also accompanied by a copy of each prior art document cited in this report. 



Basis of the Report 

a. With regard to the language, the international search was carried out on the basis of the international application in the 
language in which it was filed, unless otherwise indicated under this item. 



□ 



b. 



the international search was carried out on the basis of a translation of the international application furnished to this 
Authority (Rule 23.1(b)). 

With regard to any nucleotide and/or amino acid sequence disclosed in the international application, the international 
search was carried out on the basis of the sequence listing: 

contained in the international application in written form. 

filed together with the international application in computer readable form. 

furnished subsequently to this Authority in written form. 

furnished subsequently to this Authority in computer readable form. 

the statement that the subsequently furnished written sequence listing does not go beyond the disclosure in the 
international application as filed has been furnished. 

the statement that the information recorded in computer readable form is identical to the written sequence listing has 
been furnished. 

Certain claims were found unsearchable (See Box I). 

Unity of invention is lacking (See Box II) . 
With regard to the title, 

[Xj the text is approved as submitted by the applicant. 

1 1 the text has been established by this Authority to read as follows: 

With regard to the abstract, 

the text is approved as submitted by the applicant. 

1 1 die text has been established, according to Rule 38.2(b), by this Authority as it appears in Box III. The applicant 
may, within one month from the date of mailing of this international search report, submit comments to this 
Authority. 



□ 
□ 
□ 
□ 

□ 
□ 



6. 



The figure of the drawings to be published with the abstract is Figure No. 

| | as suggested by the applicant. 

j j because the applicant failed to suggest a figure. 

1 1 because this figure better characterizes the invention. 



None of the figures 



Form PCT/ISA/210 (first sheet) (July 1998) 



INTERNATIONAL SEARCH REPORT 



International application No, 
PCT/US02/09761 



Box I Observations where certain claims were found unsearchable (Continuation of Item 1 of first sheet) 



This international report has not been established in respect of certain claims under Article 17(2)(a) for the following reasons: 



□ 



Claim Nos.: 

because they relate to subject matter not required to be searched by this Authority, namely : 



2. £><] Claim Nos.: 1-33 (IN PART) 

because they relate to parts of the international application that do not comply with the prescribed requirements to 
such an extent that no meaningful international search can be carried out, specifically: 
Please See Continuation Sheet 



3. 



I | Claim Nos.: 

because they are dependent claims and are not drafted in accordance with the second and third sentences of Rule 

6.4(a). 



Box II Observations where unity of invention is lacking (Continuation of Item 2 of first sheet) 



This International Searching Authority found multiple inventions in this international application, as follows: 



1 1 As all required additional search fees were timely paid by the applicant, this international search report covers all 
searchable claims. 

2. 1 1 As all searchable claims could be searched without effort justifying an additional fee, this Authority did not invite 
payment of any additional fee. 

3. 1 1 As only some of the required additional search fees were timely paid by the applicant, ibis international search 
report covers only those claims for which fees were paid, specifically claims Nos.: 



4 - 1 1 No required additional search fees were timely paid by the applicant. Consequently, this international search report 
is restricted to the invention first mentioned in the claims; it is covered by claims Nos.: 

Remark on Protest | j The additional search fees were accompanied by the applicant's protest. 

1 1 No protest accompanied the payment of additional search fees. 



FormPCT/ISA/210 (continuation of first sheet(l)) (July 1998) 



INTERNATIONAL SEARCH REPORT 



International application No. 



PCT/USQ2/09761 



A. CLASSIFICATION OF SUBJECT MATTER 

IPC(7) : C12N 15/12, 15/63, 15/00; C07K 14/00; C07H 21/04 
US CL : 435/69. 1, 320.1, 325; 530/350; 536/23.5 
According to International Patent Classification (IPC) or to both national classification and IPC 



FIELDS SEARCHED 



Minimum documentation searched (classification system followed by classification symbols) 
U.S. : 435/69.1, 320.1, 325; 530/350; 536/23.5 



Documentation searched other than minimum documentation to the extent that such documents are included in the fields searched 



Electronic data base consulted during the international search (name of data base and, where practicable, search terms used) 
EAST MEDLINE BIOSIS EMBASE CAPLUS 



DOCUMENTS CONSIDERED TO BE RELEVANT 



Category * 


Citation of document, with indication, where appropriate, of the relevant passages 


Relevant to claim No. 


Y 


US 5,494,818 A (BAKER et al.) 27 February 1996 (27.02. 1996) see entire document. 


1-33 


Y 
Y 


US 5,391,490 A (VARSHAVAKY et al.) 21 February 1995 (21.02. 1995) see entire 
document. 

Gong L et al. Identification of a novel isopeptidase with dual specificity for ubiquitin- and 
NEDD8-conjugated proteins. J Biol Chem. 12 MAY 2000 ;Vol.275,NO. 19 ,pages 
1 42 1 2- 1 421 6 , see entire document. 


1-33 
1-33 


Y 


BAEK SH et al. Molecular cloning of a novel ubiquitin- specific protease, UBP41, with 
isopeptidase activity in chick skeletal muscle. J Biol Chem. 10 October 1997 vol.272 
no. 41, pages 25560-25565, see entire document. 


1-33 


Y 


GONG L et al. Differential regulation of sentrinized proteins by a novel sentrin-specific 
protease. J Biol Chem. 04 February 2000 , VOL.275, NO.5, pages 3355-3359, see entire 
document. 


1-33 



□ 



Further documents are listed in the continuation of Box C. 



□ 



See patent family annex. 



* Special categories of cited documents: 

"A" document defining the general state of the art which is not considered to be 
of particular relevance 

"E" earlier application or patent published on or after the international filing date 

"XS document which may throw doubts on priority claim(s) or which is cited to 
establish the publication date of another citation or other special reason (as 
specified) 

"O" document referring to an oral disclosure, use, exhibition or other means 

"P" document published prior to the international filing date but later than the 
priority date claimed 



"X* 



later document published after the international filing date or priority 
date and not in conflict with the application but cited to understand the 
principle or theory underlying the invention 

document of particular relevance; the claimed invention cannot be 
considered novel or cannot be considered to involve an inventive step 
when the document is taken alone 

document of particular relevance; the claimed invention cannot be 
considered to involve an inventive step when the document is 
combined with one or more other such documents, such combination 
being obvious to a person skilled in the art 

document member of the same patent family 



Date of the actual completion of the international search 
27 January 2003 (27.01.2003) 



Date of mailing of the international search neport 

% 7 MAR 




Name and mailing address of the ISA/US 

Commissioner of Patents and Trademarks 
Box PCT 

Washington, D.C. 20231 
Facsimile No. (703)305-3230 



Authorized officer 
Joseph F. Murphy 
Telephone No. 



Form PCT/ISA/210 (second sheet) (July 1998) 



INTERNATIONAL SEARCH REPORT 



PCT/US02/09761 



Continuation of Box I Reason 2: 

Claims 1-33 are unsearchable to the extent that they require reference to the specified sequences from the sequence listing. Because 
Applicant did not furnish a machine readable copy of the sequence listing, no meaningful search of the sequences per se can be 
carried out by this Authority. However, the subject matter of the claims has been searched to the extent possible with reference to the 
balance of the description. 



Form PCT/ISA/210 (second sheet) (July 1998) 



NOTTS TO FORM PCI71SA/220 



These Notes arc mi coded to apve the basic instructions concerning (he filing of amendments under Article 19. The 
Notes arc based on the requirements of the Patent Cooperation Treaty and of the Regulations and the Adcninistrauve 
Instructions under that Treaty. In case of discrepancy between these Notes and those retirements, the tatter are applicable 
For more detailed information, see also the PCT Applicant's Guide, a publication of WIPO. 

In these Notes, "A/tide", "Rule* and -Section" refer to the provisions of the PCT, the PCT Refutations and the PCT 
Administrative Instructions, respectively. 



INSTRUCTIONS CONCERNING AMENDMENTS UNDER ARTICLE If 




What pmU a* tbe anlegmniaoa^l application aaay be aaaeaadeel T 
Ttertaimt only. 

Tbe description and the drawings may only be amended dnrittg mffrnatirtnil rnrlininaiy t ■■aaaailinii mi\\\ \ 
Chapter IL 




WWrt — <UgUtW aen an de atnta T 

Tbe atnendmems may only be filed with the International Bureau and not with the recti vine Office or tbe 
International Searching Authority (Rule 46.2). 

Where a demand (or aotcruatiooal preliminary examination has been/is (Bed, see below. 



How? Other by cacwc^a^Meor mgeentire daim*, by adding one or more new claims or by amending tbe text of 

Ait|iUijnmra«ahn*aa^ 

nn a itaa rati , eaffeea from me aheet eaifmafly filed. 

AH me daima appearing no a replacement aheet must be n u mb er ed m Arabic numerals. Where a daim ia 
cancrlkid, no teouanbcnnx oC the ocberciamttk required. In all cases where daims are renucobered, they must 
be renumbered consecutively (Administrative I nstructions. Section 205(b)). 



Wlat ducuananta ea net/may accompany Che amendments t 

Letter (Section 205(b)): 

The a mendnvnts must be submitted with a letter. 

The letter will not be published with the international application and the amended daima. U should not be 
con/ouoded with tbe ^Statement under Aitide 19< 1)" (see below, under -Statement under Article 19(1)-). 

-The letter must indicate 4fae differences .between the daims as .filed and mc daima as amended. It m ust, in 
pamcmar, indicate, m connection with each clann appearing in tbe international eppl te a tko (Hbcm^undetstood 
that identical indications concerning several dauns may be grouped), whether 

(i) the daim is unchanged; 

(ii) the daim is cancelled; 
(mi) tbe daim is new; 

(iv) the d aim replaces one or more cii i nu as filed; 

(v) the daim is the result ot the divuioo of a citim as filed. 



Notes 10 Form PCT/IS A/220 (first sheet) (July 1992) 



lawkat 



NOTES TO FORM PCT/lSAy220 (continued) 

The followiag examples illustrate the ataacr In which amendments must be explained la the 
•ccoaip«ayia« Utter: 

1. (Where onptnlly there were 48 claims end after amendment of some cUrms there arc5lj: 
"CUims 1 to 29, 31, 32, 34, 35, 37 to 4g replaced by •mended claims bearing the same numbers; 
claims 30, 33 and 16 unchanged; new claims 49 to 51 added/" 

2. (Where originally there were 15 cUims and after amendment of all claims there are 11): 
"Claims 1 to 15 replaced by amended claims 1 to 11." 

3. (Where c^ia^nally there were 14 ciairmar^ 
new claims J: 

~Qaims 1 to 6 and 14 unchanged; claims 7 to 13 cancelled; new claims 15. 16 and 1? added." or 
-Gtaams 7 to 13 cancdlod; new claims 15, 16 and 17 added; all other claims unchanged.- 

4 f^yhtre various fcinds of saneod^nepni ate made It 
^3air*w l-Wt»acbaauo*ciaa^ 

ciaanal4; ci^ U and 17; new claims 20 Sdt\i *6cdT 

"Statement amakr Article 1*1)* (Katie 44,4) 

^^ r ^S^^}^T^^^^ ^ % ^a^^uA^c^nw\gi^ (which 
AftJck 19(1)). 

lUe statraaeet w« be punished with the a rarm ati o n a l apptication and the acoeode 
TWataacaneaataaWdbebtic^ 
It atoaVi ant be ww£am<i\i4 with m ad atom not r epaaot #at 

fcaaaoajVlaaotonaa^aaTyd 

ooaataanod ia#^ •epoeC aVa eae aaoe to^ t so oraa, ie ^¥aaa^to a 



The amcodnaeras rnusi be made in the language m which the mternatiooal application is p y feMtbod. The letter 
and aa^aaatenient aooomr^yinf the am 

if that language taEna^sn or French; otherwise, it must be tn English oc French, at the ch«<xc^tiie askant 
at m aUanaaad for WcrnaUlo^al praUankaary esaanUatloai ha* already becss flk4 1 



If, at the time of GUng any ameoAnrnta under Article 19, i demand Cor aalcroartiooau prt li mkn a r y 
ha* already been eaabanio^ 

International Bureau, also file a copy of such am e n dm e n t* with the InaemafiooaJ fteasmttatrj 



i with the 



i copy 

Authority (see Rule 623fr\ Grst aentcoce) 

Coaueqntnc* with reamrd to tranaUtioai of the inUruatioeuU appUcafioai for entry mto the nnHoaul phnae 7 

The applicant's attention is drawn to the fact that, where upon entry into the nadonal phase, a translation of the 
datmsas amended under Article 19 may have to be furnished to the desigxuitcd/dected Offices, instead of, or 
in addition to, the translation of the claims aa filed. 

For further details on the retirement* afeach desir^ied/eJected Office, see Volume IX of the PCT Applicant's 
Guide. 



Notes to Form PCI7LS A/220 (second ibect) (July 1992) 



